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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) 26 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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5) LZI Notice of informal Patent Application (PTO-152) 
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DETAILED ACTION 



El ec ti on/Res tri ctions 



1. Newly submitted claim 26 is directed to an invention that is 
independent or distinct from the invention originally claimed for the 
following reasons: The apparatus of claims 1-25 can be used in a 
different method from that recited in claim 26, such as polishing an 
article other than a semiconductor wafer (i.e. a piece of wood). 

The original patent claims have been constructively elected by 
original presentation for prosecution < on the merits. Accordingly, 
claim 26 is withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1.176 and MPEP § 1450. 



2. The Consent To Assignee has not been signed by an appropriate 
representative of the Ebara Corporation. See MPEP § 324. 

3. This application is objected to under 37 CFR 1.172(a) as the 
assignee has not established its ownership interest in the patent for 
which reissue is being requested. An assignee must establish its 
ownership interest in order to support the consent to a reissue 
application required by 37 CFR 1.172(a). The assignee's ownership 
interest is established by: 

(a) filing in the reissue application evidence of a chain of 
title from the original owner to the assignee, or 



-Reissue Applications 
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(b) specifying in the record of the reissue application where 
such evidence is recorded in the Office (e.g., reel and frame number, 
etc. ) . 

The submission with respect to (a) and (b) to establish ownership 
must be signed by a party authorized to act on behalf of the assignee. 
See MPEP § 1410.01. 

An appropriate paper satisfying the requirements of 37 CFR 3.73 
must be submitted in reply to this Office action. 

4. The original patent, or a statement as to loss or inaccessibility of 
the original patent, must be received before this reissue application 
can be allowed. See 37 CFR 1.178. 

Recapture 

5. Claims 1-25 are rejected under 35 U.S.C. 251 as being an improper 
recapture of broadened claimed subject matter surrendered in the 
application for the patent upon which the present reissue is based. 
See Pannu v. Storz Instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 
(Fed. Cir. 2001); Hester Industries, Inc. v. Stein, Inc., 142 F.3d 
1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 
45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 
1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect 
is present in the reissue which was not present in the application for 
patent. The record of the application for the patent shows that the 
broadening aspect (in the reissue) relates to subject matter that 
applicant previously surrendered during the prosecution of the 
application. Accordingly, the narrow scope of the claims in the patent 
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was not an error within the meaning of 35 U.S.C. 251, and the broader 
scope surrendered in the application for the patent cannot be 
recaptured by the filing of the present reissue application. 

• Applicant's amendment filed September 22, 1998 in application 
Serial Number 08/590836, now original patent number 5,888,126, 
required "moving means" which are "individually and independently 
operable". I.e., in patent number 5,888,126, claim 3 required 
"members", claim 4 required "projecting regions", claim 5 
required "members", claim 6 required "projecting regions", claim 
13 required "portions . . . covering . . . recesses", and claim 
19 required "actuatable regions". 

• Applicant's claim 22 does not any "moving means" which causes a 
portion of the polishing cloth to be higher than another portion 
of the polishing cloth. Claim 22 only requires that portions of 
the polishing cloth be pressed against a wafer. 

• The original patent was allowed because of the mechanical means 
which caused portions of the polishing cloth to project above or 
recess below other portions of the polishing cloth. 

Claim Rejections - 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section 
made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 



7. Claims 1 and 2 are rejected under 35 U.S.C. 102(a) as being 
anticipated by the Japanese *520 reference. 

• The Japanese reference discloses a polishing apparatus 
comprising: a turntable (1, 24) ; an abrasive cloth(2,21) mounted on 
an upper surface of the turntable; a top ring (near 4) disposed 
above the turntable for supporting a workpiece; moving means (not 
shown) for moving the turntable and top ring relative to each 
other; the abrasive cloth having an actuatable region operable to 
be selectively caused to form therein a recess, and the recess 
being located at a position relative to the top ring to come into 
contact with at least one area of the surface of a workpiece and 
thus forming means to perform less intensive polishing of the at 
least one area, while a region of the abrasive cloth other than 
at the recess is operable to contact at least one other area of 
the surface of the workpiece to perform a more intensive 
polishing thereof, and thereby correct polishing irregularities. 

• Note, the recesses may be those formed between projecting 
portions of the cloth as seen in figure 5, or recesses inherently 
formed if the element 23 does not contact the cloth(i.e., the 
cloth recesses into the openings in the turntable) . 
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Conclusion 



8. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Timothy V Eley whose telephone 
number is 571-272-4506. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Allan N Shoap can be reached on 571-272- 
4514. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http: //pair- 
direct .uspto .gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free) . 
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